
Status Report:  

USPTO Implementation of 

the America Invents Act 

Remy Yucel 

Director, Central Reexamination Unit 

571-272-0781 (direct) 

 



Scope of America Invents Act 

• Creates or amends patent provisions of law 

 

• Requires USPTO to conduct studies into 

specific areas of patent law 

 

• Requires USPTO to set up new programs 
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Progress Report: Rulemakings 

• 20 provisions related to USPTO operations to implement 

 

• 7 provisions implemented 

 

• 9 provisions addressed in Notices of Proposed Rulemaking (NPRMs) to 

issue on 12 Month Timeline 

– 4 NPRMs issued on January 5-6, 2012 

– 5 NPRMs and 1 Guidance Document issued in late January/early 

February 2012 

 

• 2 provisions in progress on 17 Month Timeline  

 

• 2 provisions to begin work on 18 Month Timeline*  
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Implemented Provisions 
(Effective on September 16, 2011 or within 60 days) 

  

AIA Provision Implementation Documents 

1 Change in inter partes 

reexamination standard 

  

Revision of Standard for Granting an Inter Partes Reexamination Request, 76 Fed. Reg. 

59055 (Sept. 23, 2011) 

2 Tax strategies are deemed within 

the prior art 

Memo to Examiners, Sept. 20, 2011 

  

3 Best mode Memo to Examiners, Sept. 20, 2011 

4 Human organism prohibition Memo to Examiners, Sept. 20, 2011 

5 Prioritized examination  

  

Changes to Implement Prioritized Examination Track (Track I) of the Enhanced Examination 

Timing Control Procedures Under the Leahy-Smith America Invents Act, 76 Fed. Reg. 

59050 (Sept. 23, 2011) 

6 15% transition surcharge  

  

Notice of Availability of Patent Fee Changes Under the Leahy-Smith America Invents Act, 

76 Fed. Reg. 59115 (Sept. 23, 2011) 

7 Electronic filing incentive 

  

Notice of Availability of Patent Fee Changes Under the Leahy-Smith America Invents Act, 

76 Fed. Reg. 59115 (Sept. 23, 2011); and Fee for Filing a Patent Application Other than by 

the Electronic System, 79 Fed. Reg. 70651 (Nov. 15, 2011) 
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Implementation Ongoing: 12 Month 

Timeline  (Effective on September 16, 2012) 

1. Inventor’s oath/declaration  

 

2. Third party submission of prior art in a patent application 

 

3. Citation of prior art in a patent file 

 

4. OED Statute of Limitations (effective September 16, 2011) 

 

5.   Supplemental Examination 

 

6.    Inter partes review 

 

7.    Post-grant review 

 

8.  Transitional program for covered business method patents 

 

9.  Derivation (effective on March 16, 2013) 
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12 Month Timeline 
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AIA Roadshows 
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Implementation Ongoing: 17 Month 

Timeline   

1.  Fee Setting Authority 

– Authority effective on September 16, 2011 

– Authority to be exercised by rulemaking 

 

2.  Micro-entity 

–  Status effective on September 16, 2011 

– 75% discount is not available until USPTO 

exercises fee setting authority 
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17 Month Timeline 
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Implementation in Future: 18 Month 

Timeline* (Group 3; Effective on March 16, 2013) 

1. First-Inventor-to-File 

 

2.  Repeal of Statutory Invention Registration 
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18 Month Timeline* 
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Progress Report: Studies 

• 7 studies for USPTO to conduct as lead 

 

• 2 studies in progress 
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Topic Due Date from 

Enactment 

International Patent Protection for Small Businesses 4 months 

Prior User Rights 4 months 

Genetic Testing 9 months 

Misconduct Before the Office Every 2 years 

Satellite Offices 3 years 

Virtual Marking 3 years  

Implementation of AIA 4 years 



Int’l Patent Protection for Small 

Businesses Study 

• USPTO directed to study how the USPTO 

and other federal agencies can best 

financially help small businesses with patent 

protection overseas 

 

• USPTO consulting with the Department of 

Commerce and the Small Business 

Administration  
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Int’l Protection Study (cont.) 

• Request for Comments and Notice of Public Hearings 

on the Study of International Patent Protection for 

Small Businesses, 76 Fed. Reg. 62389 (Oct. 7, 2011) 

 

• Public input: 

– 19 written comments  

– 2 public hearings;  

12 witnesses 

 

• Report due by January 14, 2012 
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Prior User Rights Study 

• USPTO directed to study the operation of prior 

user rights in other industrialized countries 

 

• USPTO consulting with the United States Trade 

Representative, the Secretary of State, and the 

Attorney General 
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Prior User Rights Study (cont.) 

• Request for Comments and Notice of Public Hearings 

on the Study of Prior User Rights, 76 Fed. Reg. 

62388 (Oct. 7, 2011) 

 

• Public input: 

– 28 written comments 

– 1 public hearing;  

5 witnesses 

 

• Report due by January 16, 2012 
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Genetic Testing Study 

• USPTO to report on effective ways to provide independent, 

confirming genetic diagnostic tests where: 

– gene patents; and  

– exclusive licensing for primary genetic diagnostic tests 

 

• Federal Register to issue in late January seeking public 

comments and announcing hearing dates 

– Hearings: late February/early March 

– Written comments: late January to late March 

 

• Report due by June 16, 2012 
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Progress Report: Programs 

Topic Due Date from 

Enactment 

 

Pro Bono Immediately  

Diversity of Applicants 6 months 

Patent Ombudsman for 

Small Businesses 

12 months 

Satellite Offices 3 years 
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Pro Bono Program 

• Provides pro bono legal assistance to financially 

under-resource independent inventors and small 

businesses to file and prosecute patent 

applications 

 

• Minnesota program running 

 

• Task Force formed to expand the program to 

other cities; USPTO participating 
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Satellite Offices 

• USPTO required to open 3 satellite offices in three years 

 

• Initial office planned for Detroit; opening 2012 

  

• Request for Comments on Additional USPTO Satellite 

Offices for the Nationwide Workforce Program, 76 Fed. 

Reg, 73601 (Nov. 29, 2011) 

– Written comments until January 30, 2012 
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AIA Micro-Site 
http://www.uspto.gov/americainventsact 
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AIA Subscription Center 
http://enews.usptoenews.gov/lists/?p=subscribe&id=1 
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AIA Micro-site (cont.) 
aia_implementation@uspto.gov 
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Patent Reform Coordinator 
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Janet Gongola 

 

janet.gongola@uspto.gov 

Direct dial: 571-272-8734 

 
 



Thank You! 
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